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Ways to Establish Trademark Rights
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= Common Law
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= State Registration
= TR RCEA

" Federal Registration
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Common Law Protection
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Based on Use in U.S. Commerce

ReEESRERL A

No registration required
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Use can be limited geographically
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No “constructive” notice to others
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Benefits of U.S. Registration
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Benefits of U.S. Registration (cont’d.)
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Filing Bases for Federal Application
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Intent to Use
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Way to protect mark not yet in use in U.S. commerce

X 1R R AE A F = E L R ARG REY ORIF A
Notice of Allowance (vs. Registration)

ZAEER (FYT D)

Valid for up to 3 years
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Establishes priority but cannot enforce prior to use
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Actual Use
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If used in U.S. commerce or between U.S. and China (or
any other country)

MEEXERTELAR Sz f 2 (B5E
MEMERZE) kT EaEH

Requires specimen(s) of use
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USPTO requires specific descriptions of goods/services
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Actual Use (cont’d.)
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= Results in Registration
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Notice of Allowance followed by Statement of
Use (ITU app.)
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Application Based on Foreign (e.g., China) Registration
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(Sec. 44)
ETFESN (0hE) FEMBIRE (5FE4455)

= Means of registration available only to those
who are NOT U.S. citizens
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= Priority in U.S. may be based on foreign
application if filed within six months
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= Foreign (e.g. China) registration required for
U.S. registration
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Foreign Registration Basis (cont’'d.)

E5EM (52)

= May be combined with use or intent-to-use
bases
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- = Must state intent to use in U.S.
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Madrid Protocol (Sec. 66) Z{EE i (E665%)
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Extension of Protection to U.S. Can be
Requested Based on China or other foreign
registration

REAPESEMEROEROEN - A=
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Subject to Same Examination as U.S.
Application

B EERFNHEEREF—F
Must state intent-to-use in U.S.
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Madrid Protocol (Sec. 66)

g B (55665%)

= Resulting registration treated like U.S.
registration
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- =  Subject to “central attack” within 5 years
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Number of U.S. Applications from Mainland China
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3,652
3,735
4,756
6,323
14,144
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REMEDIES FOR
INFRINGEMENT
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1)
2)
3)
4)
5)
6)
7)
8)

Likelihood of Confusion Factors

BaiEal—ER®R

Strength of Mark REGFREY5EREY
Proximity of Goods GT#HYZEALIAA
Similarity of Marks REEGAREYAELIAA
Actual confusion SC[R)E %

Marketing Channels m™hizZEE

Type of goods/exercise of care T/ hE AR S5 HYFHZE

Defendant’s intent f{EHIEK

Likelihood of expansion into product line ZE{EBZI|2
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Lanham Act

Lanhami& =

=  |njunction

AR
=1

=  Monetary awards
= BRI

— Defendant’s Profits (+/- as court finds “just”) #{&5£
EXRIFE (o EsURREBE A& & BIEEN )

— Plaintiff’s Damages (Could be trebled...or more) JR &

B ZHI (AJRE=EHiEFE %)
—  Costs Al A

— Attorney fees if “exceptional” (e.g. bad faith) £ “4
RIMER T, RERSEIMEE (Bba B

— Compensation/not “penalty”

—  FME/IEIERT”
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Notice Required for Monetary Damages
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= “Registered in U.S. Patent and
Trademark Offfice”
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= “Reg. U.S. Pat. & Tm. Off.”

= Actual Notice (includes unregistered
marks)

- SREA (REARERRE)
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Statutory Damages Choice for Counterfeit Marks
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Dilution of Famous Marks
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Banjo Buddies (3d Cir. 2005)

Banjo Buddies

= Factors to consider in awarding defendant’s profits:

. RS RN E B EE

— Defendant’s intent to confuse or deceive #8 & &. & &5 Bk i

— Sales lost by defendant’s actions E#E & 8947 it i UAH E 12k :_
— Adequacy of other remedies EL{th R i Ay 78 571
— Any unreasonable delay by Plaintiff in asserting rights
—  [RENS LRI R & BT IR R

— Public interest in making misconduct unprofitable _ ‘
— NAEE R LT R EE

— Palming off? &R E H Erire & ?
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Experience Hendrix v. HendrixLicensing.Com (9t Cir. 2014)

=15

= Infringement of Jimi Hendrix trademarks via unauthorized
sales of products

B IERA L A B & B imi HendrixBE RS AT

= Domain names Hendrixlicensing.com and
Hendrixartwork.com also held to infringe Jimi Hendrix
marks

= 1 f Hendrixlicensing.com#IHendrixartwork.comt2{23C
Jimi HendrixBfi Ay

=  Court remands to consider whether award of damages (lost
profits) under Lanham Act and under state law was

duplicative;EfR E k& £ R ELanham S HIFIIRE I ;& E
R EREE (FIEL) B2REE

= Attorney fees awarded under state law only

= RIEMETRREBIND
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DOMAIN NAME
DISPUTES
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Cybersquatting Criteria 184 #5£ 54

Complainant has established rights
in mark

JREEREFEIRIN

Use of same or confusingly similar mark by
Respondent in domain name

WEABAPEAERRESZSIRESR
NERIPRL

Respondent has no rights or legitimate
interests in mark

W AR S R A

Respondent’s registration and use
of domain name in bad faith #{&

R TR E RO (E A A
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Cybersquatting Remedies
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SINA.TV (NAF 20009)

SINA. TV (EEEZRFE LIS 2009)

= Sina.com is third most visited site in China and
top 15 worldwide

v FEM<sina.com>FEGARPELE= - & P,
Bk [ R HE A4 7154 AR S[naﬂ.f/f;ﬁlw

= Sina Corp. used UDRP to obtain transfer of
SINA.TV from cybersquatter

»  FR/NBEITUDRPIESINA TV & M & #0E
BHRIEEL

= Sina relied on U.S. registrations for SINA plus
sina.com and sina.net

= FR A BMKE AT EEFAFAYSINA,  sina.com
0 sina.netFH{T4ERY
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SINA.TV (Cont'd.) (&%)

= Evidence of bad faith use and registration:

» EEFERAFEMBIE RS
— Use of sina.tv as “parked” site s,na#:-ﬁ;ﬁ/w

— {EHsina.tviE =5 N ik
— Offer to sell for $150,000
- FMh1sAETERHE
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SINA.TV: Respondent’s “Parked” Site

SINA.TV : &S E " Mih
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Related Topics: Reference | Small Businéss | Alerts | |
Education | Entertainment | Lottery

Whatever you want or need from the web! You'll find arich irs o e b
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Alibaba Group (NAF 2011)

frEEBERH (ZEEERMFICIE 2011)

Alibaba owns 37 ALIPAY trademark registrations in 27 countries including
U.S. and China

[ B B R Hf e fEEE T EFEN27T E R FHA37HALPAY (X T
F) BbnE

Respondent’s arguments _

5 R €2 it~
— ALIPAY.US distinguishable from ALIPAY
— ALIPAYUSEALIPAY (XftE) HHBXS
— Alibaba not using ALIPAY as domain name

— BRI BB BB BB A SR FRALIPAY 48 e 44

— Named for fashion model Ali Michael

— LU EEFEAS AL Michael i 4 29



Alibaba Group (NAF 2011) (cont'd)

PIEEEEH (EZEEZRPERICIE 2011 )  (£2)

NAF Orders Transfer of Domain Name to Alibaba
EZEERMEICIE (NAF) EHTEFFEHR EiL 4G HEE

Evidence of bad faith use/registration:

Alibaba Group

TEERA/EMBITEE "L mempED

— Use of ALIPAY.US as a “parked” site
— {8 FHALIPAY.USYE sk 2 “ 1= 587 A i

— Failure to respond to cease and desist letter

- HERFEIBERELERNNBEHES
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Alibaba Group (NAF 2014)

fTEBBESRHE (=EEZRMfFIGE 2011)

ALIBABA.US and TAOBAO.US assigned to Alibaba in two separate decisions

iz 4 ALIBABA.US FITAOBAO.USTE — 2R B Yk L iR ) 25 P EE L 2

Both sites resolved to third party sites Alibaba Group
and hyperlinks = Bad Faith &~ MEPPED

RSB E S| RIE = A WMuh s 557 - B EEE
Neither party responded to complaint

A EE—A RN EE
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Thank You

il

David M. Silverman
Washington, D.C.

(202) 973-4261
DavidSilverman@dwt.com
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